
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | 


CONFIRMATION NO. 


10/534,581 


05/1 1/2005 


Toshihiro Nakajima 


SHG-039P2-319 / 


7110 . 






OSP- 17576 





26875 7590 05/01/2007 

WOOD, HERRON & EVANS, LLP 
2700 CAREW TOWER 
441 VINE STREET 
CINCINNATI, OH 45202 



EXAMINER 



ZIRKER, DANIEL R 



ART UNIT 



1771 



PAPER NUMBER 



MAIL DATE 



05/ai/2007 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev: 04/07) 



Office Action Summary 


Application No. 

10/534,581 


Applicant(s) 

NAKAJIMA ET AL 


Fvaminpr 

UAUl 1 II 1 ICI 

Daniel Zirker 


Art Unit 

1771 





» The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 28 February 2007 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-37 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-15 and 18-35 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEl All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. [X] Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 
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3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-15 and 18-35 are rejected under 35 U.S.C. 112, first paragraph, as 
based on a disclosure which is not enabling. More particularly, applicants' claim 
amendments to each of the independent claims 1 and 18 is deficient in that their 
amended genus of adhesives is in excess of the provided enablement. The amended 
genus of adhesives should be restricted to the acryl subgenus set forth in the 
specification at page 1 1 , lines 9-17, these adhesives having the newly claimed glass 
transition point Tg range and mass average MW range which is critical or essential to 
the practice of the invention, but not included in the claim(s) is not enabled by the 
disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). 
Applicants' amended claims in their present form read on any adhesive layer which has 
both of these broadly claimed parameters, which is clearly inconsistent with the 
supporting disclosure found in the specification. 

4. Claims 1-15 and 18-35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP '712 translation taken in view of either JP '805 or JP '205 
translations, substantially for the reasons set forth in Paragraph No. 7 of Paper No. 
20061 129, together with the following additional observations. More particularly, the 
Examiner has two major points to make in response to applicants' traversal of these 
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grounds of rejection. The first is that, contrary to applicants' position (e.g. Response, 
page 13, lines 5-9), the primary reference JP 712 clearly discloses (paragraph [0008], 
last sentence) a broad genus of acrylic and acrylamide adhesives which have the 
identical range of glass transition Tg's (60 to -15 degrees C), as well as weight average 
MW ranges of 200,000 to 1 ,000,000, which the Examiner respectfully submits is either 
totally encompassed or substantially encompassed by applicants' claimed mass 
average MW range of 100,000 to 2,000,000. The second major point is that the two 
relied upon prior art combinations are not formed by reliance upon a forbidden "obvious 
to try" standard, but rather by the following logic. The primary reference JP 712 is 
desirous of forming liquid crystal displays and the like which utilize pressure sensitive 
adhesive sheets that can (paragraphs [0001], [0018]) raise image contrast and visibility. 
Each of the secondary references disclose (JP '805, Abstract, last line, paragraph 
[0015, first sentence; JP '205, paragraph [0009]) achieving this property by controlling 
the diffusion properties of the fibrous needlelike particles by arranging the particles in 
parallel order relationship, thereby creating the desired result of almost no diffusion. By 
so doing, as was stated in the last Office Action (Paragraph No.7), they "produce the 
desired anisotropic optical effects, which are deemed highly desirable in optical arts 
such as that of liquid crystals and the like". In summary, applicants are deemed to 
again not overcome the prima facie case of record. 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel Zirker whose telephone number is 571-272-1486. 
The examiner can normally be reached on Monday - Thursday from 8:30 to 6:00. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris, can be reached on 571-272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

Daniel Zirker 
Primary Examiner 
Art Unit 1771 



